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REMARKS 

Claims 1 -25 and 34-47 are pending in the present application- Claims 26-33 and 48-5 1 
were canceled. Claims 1-4, 6, 14* 19, 34 and 39-40 were amended, Reconsideration of the 
claims is respectfully requested, 

L as 8 102- Antidttfltion 

The Examiner has rejected Claims 1-51 imder 35 U-S.C. § 102(e) as being anticipated by 
U. S. Patent Application Publication No. 2002/01 1 1888, of Stanley et al. This rejection is 
respectfiiUy traversed. 

n. Purpose of Anplicants' Inventfon 

Through their bvention, Applicants sought to make a useful new resource available to 
assist taxpayers in preparing tax returns. More specifically, Applicants recognized that there 
could be great utility in fumishing a taxpayer with a third party vendor, to provide tax data 
collection and storage services. After a taxpayer subscribes to such services, the vendor notifies 
financial institutions associated with the taxpayer of the relationship between the vendor and the 
taxpayer. The vendor is refemed to in the application as a financial recording service provider, 
and is referred to hereinafter, for convenience, as **FRSP"- 

The above teachings are found in Applicants' speciiication, such as at page 5, lines 16-20, 
page 12, lines 4-12 and page 10, lines 5-16, as follows: 

In the depicted example, financial recording service provider 104 
represents a third party vendor which provides tax data collection and storage 
services to client taxpayers, such as client taxpayer at computer 110. 

A financial recording service provider provides Doe with the service of 
accumulating his tax information and assisting in the preparation of his tax 
returns, Doe has subscribed to the financial recording service for the year, and the 
financial recording service provider (or optionally Doe, individually) has inforaied 
all of the financial institutions with vi^ich Doe has a idationship that the financial 
recording service provider is representing Doe (Steps 402, 404, 406), 

The financial recording service provider notifies participating institutions 
that the client taxpayer is associated with the financial reoordmg service provider 
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and mAv tianamit tax dato to the fmauciaJ recording service nrovidei: flf^ 
pflrttcipatmg institutions comumr nate trBiisflctions with the client tffi^mer (Step 
406), Optionally, the client taxpayer may notify participating institutions with 
>vhich he or she does business. The particip a ting institutions may trapgmit t^ 
data after each transaction, after predefined time periods have elapsed or annually 
on a predetenniued date. (Emphasis added) 

The above teachings of Applicants, particularly at page 12, lines 8-11, show that after 
establishing a relationship between a taxpayer and aFRSP, certain financial mstJtutions may 
transmit tax related data to the FRSP. Particular tax data pertains to or results fi:om a transaction 
consummated between one of the institutions and the taxpayer. As taught at page 12, lines 13- 
14, the tax data may be transmitted to the FRSP right after the conesponding transaction has 
occurred. 

Thus, the FRSP may be used as a repository, to store tax related data for a taxpayer that is 
received over a period of time* For example, the FRSP could receive tax related information 
resulting from transactions of a ta3cpayer during an entire fiscal year. Then, after the fiscal year 
ended, all the tax data would be available from a single source, for use in preparing a tax return 
for the fiscal year. These teachings of Applicants are emphasizsed, for example, at page 12, lines 
13-28 and also page 13, lines 11*15: 

During the vear, financial transactions with tax implications occur 
involving John (Step 408), The participating institutions inform Doe of flic 
transactions, if he is not party to the transactions directly, (e.g. posting of interest to 
a bank account, posting of capital gains to a mutual fimd) (Step 410). Whaith? 
transactions involve an institution participa ting in the financial recording service 
program, that institution also transmits information about the financial transaction 
p the financial recording service provide r. For example, when a miartetlv 
dividend is posted, the amount of th e dividend and the taxpayer ID involved is sent 
to the financia l recording service provider. Optionally, all of the participating 
institutional data may be sent once a year before taxes are due. 

One of the novel aspects of the invention herein disclosed is that in the 
inventive system disclosed herein such "seeding" is done with current year data, 
rather than the previous year's data as in existing tax preparation systems. 

In view of the teachings discussed above, Applicants have amended Claim 1 to 
read as follows: 
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1 . A method of preparing a tax return comprising the steps of: 

authoriang a financial recording service provider to receive tax data 
resulting from transactions between a client taxpayer and one or more specified 
financial institutions, wherein each of said transactions occurs during a subsequent 
time period beginning after said authorization has been provided; 

transmitting said tax data resulting from transactions between said taxpayer 
and a given one of said fmancial institutions directly from said given mstitution to 
said financial recording service ptovider, 

storing all of said transmitted tax data under the control of said financial 
recording service provideq and 

sendmg all of said tax data from said financial recording service provider to 
a tax return preparer, for use in preparing a tax return for said taxpayer, after the 
end of said time period. 

m. Rfelftcdon of aaims 1, 14 and 34 

The Examiner stated the following in rejecting Claims 1 , 14 and 34: 

Re claims 1» 14, and 34, Stanley teaches preparing a tax return (abstract^ 
comprising the steps of: subscribing to a financial recording service provider 
fpara.00131 : receiving tax data fi-om the financial recording service provider and 
validating the tax data received fiom the fmancial recording service provider 
f para.QQ14) : and. submitting the validated tax data (smSMD- words, 
Stanley discloses automated tax return preparation. The taxpayer is interviewed 
and his information is collected from financial iristitutions. Overall, Stanley*s 
application enables an automated tax return system to prepare tax returns in 
advance with minimal user assistance. 

OfiRce Action dated June 13, 2005, page 2 

Respective paragraphs of Stanley cited by the Examiner, together with paragraphs 
[001 1], [0012] and [0015] are as follows: 

)KN!)a^^t^M»4 (x«t»f%'(»jw jmri^iwAS ^Hm/iktl w^Mi «Bav«*ti( 
(Suit* i«n|K>n< ii!ufoc»»iki» u 4xi(}«v«M:t iD»mtft^ ri tmrcqMs 

VMi^ iim^iikm bet tKtcit|r»iiwl mmI {^nlytiottOin^ 
Kt-hfe <3(UnN,inI itvf^mkm. 11% l»x{i9i)ne:f iMtivxteii «o INe text 
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[001 1] Referring now to FIG. 1, there is shown an Ulustration of & cottventional 
method of tax return prepamtion using tax preparation software. At the beginning 
of the interview 101 , the user has the opportunity to import data 102. This is 
typically an all-or-nothmg type import, e.g. import all available data from 
Quicken, or none at all- Once data has been imported, the forms-based interview 
104 begins. First, the taxpayer is asked to define 106 his status, e.g. single, 
married fUmg jointly, >Tg?tt , % t^^p^v^r uses his W2 1 1 6 to enter igfonnatioii 
ahout his wage s 1 Similarly. Fomi 1 099 1 18 contains igforP^^on tl^g U8?r 
must enter for the income seytion 110. and other fomis such fls Schedule K-l musi 
a [ao he entered where necessary . The user also enters information about itemized 
deductions 1 12, etc. All of this mformation must be manually entered by the user. 
Finally, the conventional process ends with the software preparing a tax retum 
document 114. 



SUMMARY 

[0012] In accordance with the present invention - there is provided a system and 
method for automated tax return preparation, using a felfltionshiTvbascd interview 
process coupled with unive rsal data import fUDR. 

[0013] A taxpayer maintains a plurality of relationships with a plimdity of 
financial institutions. A financial institution is any entity thai provides tax 
mformation about taxpayers, and a taxpayer has a relationship with a financial 
institution if the financial institution provides tax data about that taxpayer. The 
present invention includes an interview process that solicits data fiom the ^ 
taxpayer by inquiring about the taxpayer's relationships with financial institutions, 
and not merely asking forms-based questions that simply track the layout of IRS 
tax forms. 

[0014] There are many ways in which taxpayers can receive tax data. For 
ftTCHTnpl e, ift one embodimenL the taxpayer provides to the t ax planning software a 
list of financial institutions with which she has a relationship, and the tax software 
retrieves information directly ftom the financial institution. In one embodiment, 
the taxpayer selects the financial institutions firom a list provided by the software* 
In alternative embodiments, the ta3q>ayer provides uniqiae identifying information 
about the financial institution, such as an employer identification number (EIN)* 
in the case of a payroll provider, or such other equivalent identifiers as may be 
appropriate for difierent types of financial institutions. The tax plft ^iy^e software 
detemiines w^eth gT th? filflncial institution associated with the identifying 
^ijifogp^tion is able to provide tax data related to the taxpaye r. If ao. then the tax 
p]qnTT|i"i ^ ^ftw^ ^e retrieves l;hat data and uses it to prepare a tax retum, 

[0015] Data is imported using imiversal data import, UDI enables the seamless 
import of tax data firan a variety of import sources into tax preparation software. 
Import sources include financial institutions, financial management software 
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programs, other tax preparation software, and the like. In one embodiment, data to 
be imported is provided by the import sources in the format of an inherent data 
structure. A forms mapping language maps the data of the inherent data structure 
to various forms and fields in enter to prepare a taxpayer's retum. Imported data is 
checked automaticaliy for completeness, and in one embodiment, only data that is 
missing or incomplete is flagged for the user's attention before an initial tax return 
is prepared. UDI enables a iust-m-tmie stvie imnort whereby data can be importgd 
thmiiCEhQUl the interview bv connect ing to fmanyial mstitutinns on an as-needed 
basis to ob»F i h 1 ^*^ instead of only at the beginnii^ or end of the tax 
preparation process. (Emphasis added) 

[0017] The availability of taxpayer data through UDI and the stored taxpayer 
responses gathered during the mterview process enable the present invention to 
provide for the automatic preparation of tax returns on an ongoing basis. In one 
embodiment, tax data is automatically imported from financial institutions and an 
initial return is prepared without user intervention. The taxpayer is notified that an 
initial return is available for review, and the taxpayer then accesses the prepared 
letum and makes any necessary changes before filing the return with a tax 
authority. 

Paragraph [001 1] of Stanley discusses a prior art software approach for tax preparation. 
In this ^proach, a user manually enters available tax information, from his W2 and other 
available forms. Paragraph [00 12] states an mtent to provide a more automated system for tax 
return preparation* 



IV. Resnohae to Refection of aaima 1, 14 and 34 

A prior art reference anticipates tiie claimed invention under 35 U.S.C, § 1 02 only if 
every element of a claimed invention is identically shown in that single reference, arranged as 
they are in the clamis.7« re Bond, 910 F .2d 831, 832, 15 U.S.P.Q.2d 1566, 1567 (Fed Cir. 
1990), All limitations of the claimed invention must be considered when detennimng 
patentability. In 

re lowry, 32 F.3d 1579, 1582, 21 U,S.P.Q.2d 1031, 1034 (Fed Cir. 1994). Anticipation focuses 
on whether a claim reads on the product or process a prior art reference discloses, not on what the 
reference broadly teaches, Kahnan v. Kimberly-Clark Corp., 713 F .2d 760, 218 U.S.P.Q. 781 
(Fed. Cir. 1983). 

Applicants respectfully submit that Stanley does not teach everv element of the claimed 
invention, arranged as they are in Claim 1. Specifically, Stanley does not teach, in the over-all 
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from transactions between a taxpayer and financial institutions, wherein each transaction occurs 
during a time period that begins agst the authorizatiott. Morever, Stanley fails to disclose the 
Claim 1 teaching that tax data, for transactions occurring jjjiring the time period, is transmitted 
directly fixsm respective institutions to the FRSP. 

It is a fundamental principle of patent law that prior art must be considered in its gPtirety, 
MPEP 2141.02. Paragmphs [0013] and [0014) of Stanley disclose that the procedure thereof 
begins with an interview process driven by Stanley's tax preparation software. During the 
interview a taxpayer provides a list of financial institutions. Thereupon, the software determines 
whether an institution is able to provide related tax data, and if so, it 4en retrieves the data from 
the institution. Thus, Stanley teaches that tax related data is retrieved during the interview, as 
soon as the taxpayer provides the list of institutions and the software makes its determination. It 
will be readily apparent that in this scheme for retrieving data, the tax data must already exist, at 
the time that the interview occurs . Accordingly, these teachings of Stanly direct awav from the 
recitation of Applicams' Claim 1» wherein tax data results from transactions that occur anlx 
during a subsequent time period, that begms afiat FRSP authorization. 

The above teachings of Stanly are reinforced by paragraph [001 5], which slalss 
explicitly that data can be imported t hroughout the interview, by connecting to the financial 
institutions. rip»r1v Rtanlev anticipates that tax data will exi st at the time of interview. Thus, 
this statement from paragraph [0015] likewise teaches away from Applicants* Claim 1 feature of 
receiving tax related data resulting from future transactions, during a subsequent time period. 

The above teachmg, that tax preparation in the Stanley arrangement is onlx concerned 
witii currentlv existing tax data, is emphasized rcpeatedlv in the Stanley disclosures. Further 
examples of this teaching are set forth at paragraphs [0031], [0054] and [0070], shown below: 

[003 1 ] Referring now to FTG, 3, there is shown an overview of a process for 
preparing a tax return in accordance with the present invention. The interview 
begins 301 in a preferred embodiment not wiA an all-or-nothing style of import, 
hut by asking questions about the taxpayer's status 306, e.g. "Are you married," in 
order to determine what kind of return should be prqsared. Stored data 302 is 
imported via UDI 206. so that the taxnaver can relv on informat ion alnsadv stored 
elsewhere , e.g. in Quicken. Next, rather than asking the user for his W2 
information^ she is asked to identify her employer, Usirur UDI 206, this allows W2 

infonnfttion to t>g flytgrnatigrilY dc>wnlPBd94 from to VKr'g gmplov^ <>r pav^pn 

provider 304 . Similarly, the user enters basic information about her financial 
accounts 310, e,g* where she has a bank or brokerage account, and Form 1099 
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information is automatically obtained from the bank or brokerage house 306. 
Next, the user is asked whether certq i'i^ event*; have taken place during thg year 
312. e.g. "did you move your primary residence this year?" The answers to these 
questions are mapped to appropriate parts of the user's tax return, e.g. Schedule A 
(Itemized Deductions), as needed. Finally, a tax return 314 is prepared based on 
the user's ansvrers during the interview and the imported data. (Emphasis added) 

[0054] Next, and referring now to FIG. 7, the user provides identification 
information in oxder to retrieve importable data from import source 410. In order 
to ensure privacy and security, in pi^e embodi ment the user is required tO provide 
both the user's social security number (SSN) 702 and the Bq^ 1 Amo\ffit 704 
found on the taxnaver^s W2 . Since the Box 1 Amount 704 will not generaUy be 
known to anyone other than the taxpayer and those whom he has authorized to 
retrieve the data, requiring the Box 1 Amount 704 as a security precaution 
provides an adequate method of protecting access to the taxpayer's private data. In 
alternative embodiments, other identifying data is used for authentication. For 
example, the taxpayer may already have a user ID and password direcdy with the 
import source, and the authentication scheme may ask the taxpayer to provide that 
information in order to import her data from the import source. (Emphasis added) 

[0070] Some examples of data types that can be imported in a preferred 
embodiment include: Forms W-2, Forms 1099-INT; Forms 1099-DIV; Fonns 
1099-B; Forms 1099-R; Fonns 1099-OID; Forms 1099-MISC; and Forms 1098 
(Eind associated impound account information). 

Paragn^h [003 1] is directed to an overview of the Stanley arrangement, as shown by FIG. 
3. This paragraph states that the arrangement can rely on information already stored elsewhere. 
Thus, Stanley at paragraph [003 1] ejgdifiilli teaches the use of tax data that exists alre^fc rather 
than tax data to be produced by future transactions. Moreover, paragr^h [0031] teaches 
obtaining tax information from a taxpayer's W2 and Form 1099, Documents of these types show 
the cumulative results of prior income producing or other transactions. By definition, such 
documents have no relevance to ftiture transactions that may produce tax related data. 
Paragraph [0031] further discloses asking a user about certain events that lia^ taken place durii^ 
the year* but does not disclose asking the user about events that will take place. 

Paragraph [0054] teaches using the Box 1 Amount of a taxpayer*s W2 for identification 
purposes. As discussed above, both the Box I Amount, as well as all other amounts required to 
produce the W2, constitute tax data resulting from previously occurring transactions. None of 
the tax data pertains to transactions that v^ll occur in the &ture. Paragraph [0070] teaches that 
W2 and other types of tax forms exemplify sources of tax data for the Stanley arrangement. All 
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of these sources exclusively provide existing tax data, and in no way suggest use of tax data 
resulting from future transactions. 

Applicants consider that the cumulative effect of the teachings of Stanley, as exemplified 
by the teachings discussed above, is to direct those of skill in the art away from the Claim 1 
features of authorizing an FRSP to receive tax data, and transmitting the tax data to the FRSP 
from specified financial institutiona, wherein the tax data results from transactions occurring 
subsequent to authorization* 

Independent Claims 14 and 34 have been amended to incorporate patentable features of 
Claim 1. Accordingly, these claims are considered to patentably distinguish over the art for the 
same reasons given in support thereof 

V. Response to Rejection of Claims 2-5. 15-18 and 35-38 

Claims 2-5, 15-18 and 35-38 depend from Claims 1, t4 and 34, respectively, and are 
considered to patentably distinguish over the art for the same reasons given in support thereof. 

Claim 2 is additionally considered to distinguish over the prior art in reciting a method 
wherem no tax data» other than tax data resulting from transactions occurring after authorization 
of the FRSP, can be transmitted from financial institutions to the FRSP. As clearly taught by 
paragraph [0031] of Stanley, the Stanley process cannot accept tiie limitation of Applicants' 
Claim 2. It is essential for the arrangement of Stanley to have tax data already existing and 
available, when a user first begins the interview procedure. 

Claim 3 is additionally considered to distmguish over the prior art in reciting that tax data 
pertaining to a particular transaction is transmitted to the FRSP at the time the particular 
transaction occurs. Stanley does not disclose or suggest such teaching. 

Claim 4 is additionally considered to distinguish over the art m recitu^ the tax return 
preparer to be a separate and distinct entity from the FRSP, In contrast, Stanley clearly teaches, 
such as at paragraph [0014], that a sinyle software entity both retrieves software from financial 
mstitutions, and proceeds to prepare a tax return. At paragraph [0030] this single entity is 
referred to as an Automated Tax Return (ATR) system. 
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VI. Response to Rejection of Remaining Claims 

Amended method Claim 6 is considered to distinguish over the prior art, particularly in 
reciting the step of receiving tax data from a financial institution during a fiscal year, in 
combination with mserting the tax data into a tax return during the fiscal year, and then filing the 
return after the fiscal year. Stanley, in contrast, such as at paragraph [003 1], teaches that data is 
obtained for a tax return^ and the retum is prepared for filing, all during a single interview. 

Independent Claims 19 and 39 have been amended to incorporate patentable features of 
Claim 1. Accordingly, these claims are considered to patentably distinguish over the art for the 
same reasons given in support thereof 

Claims 7-13, 20-25 and 40-47 depend from Claims 6, 19 and 39, respectively, and are 
considered to patentably distinguish over the art for the same reasons given m support thereof 
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VII. Conclusion 

It is respectfully urged that the subject application is patentable over the Stanley et al. 
reference, and is now in condition for allowance. 

The Examiner is invited to call the undersigned at the below-listed telephone number if in 
the opmion of the Examiner such a telephone conference would expedite or aid the prosecution 
and examination of this application* 



DATE: September 13, 2005 



Respectfully submitted, 




jfames O. Skarsten 
Reg. No, 28,346 
Yee & Associates^ P*C. 
P.O, Box 802333 
Dallas, TX 73380 
(972)385-8777 
Attorney for Applicants 
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